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Today we will discuss how to:

▪ Easily find winning arguments in PTAB decisions and get more 

accurate and relevant prosecution guidance.

▪ Quickly find cases that are particularly relevant to you.

▪ Find and use settled MPEP interpretations during prosecution 

providing favorable case law straight from the board.

▪ Get additional information about examiner behavior that will be 

beneficial throughout all stages of the prosecution process.

Session Agenda
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Challenges:

▪ Filing an ex parte appeal is sometimes the best option for 

overcoming an examiner’s repeated rejections.

▪ The appeal process is often expensive and time-consuming.

▪ Navigating the process efficiently and effectively is of the utmost 

importance.

Solution:

▪ LexisNexis PatentAdvisor helps you easily find winning 

arguments and get accurate and relevant prosecution guidance.

Background
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Our unmatched suite of solutions brings clarity to innovation

Reliable 

global patent 

search

LexisNexis TotalPatent 
One®

Search through 110 million 

patent full text documents in 

English or original language

Receive harmonized ownership 

information

Set up alerts

Search Orange Book and SPC

Predictive 

prosecution 

analytics

LexisNexis PatentAdvisor®

Improve prosecution outcomes 

and manage stakeholder 

expectations

Save time and increase ROI

Efficiently manage your 

resources

Generate more business

Advanced patent 

intelligence and 

analytics

LexisNexis® PatentSight®

Empower strategic decision-

making

Identify high value patents

Streamline and automate 

workflows

Convince with story-telling 

visualizations

Higher quality 

patent drafting

LexisNexis 
PatentOptimizer®

Draft higher quality applications

Perform quality control checks 

and create "one-click“ error 

reports

Auto-generate the desired 

language specific to your office 

action rejections and objections
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The challenges facing patent prosecutors today

Time Pressure

Every patent prosecutor faces the 

challenge of securing high-quality 

patents efficiently and accurately 

amidst:

▪ Tight deadlines

▪ Limited resources

Uncertainty

Managing the patent prosecution 

process, crafting your prosecution 

strategy, and building your 

prosecution budget can be 

challenging when:

▪ You have no control over your 

examiner assignment

▪ You have no idea of what to 

expect from the examiner

Unpredictability

The prosecution process can be 

unpredictable in terms of:

▪ Steps required to obtain a patent

▪ Length of time for prosecution

▪ Chance of success
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Improve prosecution outcomes

with powerful examiner analytics 

enabling transparency and predictability.

Evaluate and manage outside 

counsel

by measuring law firm performance 

against USPTO Averages.

Conduct competitive analysis

Benchmark your portfolio against 

others in the same space.

Set accurate prosecution budgets

with insightful data at the point of need. 

Predict application classification 

and likely outcomes, and identify at-risk 

applications early-on. 

Insights from PatentAdvisor can help you:



10%

90%

>50 Pat/Yr

Rest of Exmr
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About 10% of the entire examiner pool accounts for close to HALF of ALL patents granted.

44%

56%

>50 Pat/Yr

Rest of Exmr

1Office Actions per Grant Ratio (OGR): A New Metric for Patent Examiner 

Activity by Professor Shine Tu (https://ssrn.com/abstract=3100326)

Category A

There are two extremely different categories of USPTO patent examiners1

https://ssrn.com/abstract=3100326
https://ssrn.com/abstract=3100326
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Category B

About 20% of the entire examiner pool accounts for ONLY 0.6% patents granted.

0.60%

99.40%

<5 Pat/Yr

Rest of Exmr

19%

81%

<5 Pat/Yr

Rest of Exmr

There are two extremely different categories of USPTO patent examiners1

1Office Actions per Grant Ratio (OGR): A New Metric for Patent Examiner 

Activity by Professor Shine Tu (https://ssrn.com/abstract=3100326)

https://ssrn.com/abstract=3100326
https://ssrn.com/abstract=3100326
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PatentAdvisor Examiner Time Allocation™ (ETA) is the single most 

informative metric for predicting examiner behavior, which can affect 

length and cost of prosecution, as well as likelihood of allowance.

ETA calculation is based on number of office actions / number of 

allowances (including factors like pending cases, examiner tenure)

Anticipate an examiner's behavior for better prosecution outcomes

Powerful examiner analytics enable transparency and predictability

LexisNexis Confidential



ETA is a more reliable predictor of 

examiner’s behavior than Allowance Rate 

because it:

▪ Includes all pending applications

▪Factors how long the examiner has 

been at the Patent Office

▪ Is driven by the examiner’s behavior, 

not by the filer’s actions
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Powerful examiner analytics enable transparency and predictability

Anticipate an examiner's behavior for better prosecution outcomes
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Using 
Examiner 

Statistics to 
Guide Appeal 

Strategy 
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Identifying Appeal Candidates Using Prosecution Pattern Monitoring

▪ Use Prosecution Pattern 

Monitoring to help manage 

a large pending patent 

portfolio

▪ Identify applications 

needing further review or a 

carefully crafted 

prosecution strategy

▪ Monitor applications for 

specific conditions

▪ Identify Candidates to 

Appeal: applications with a 

high likelihood of appeal 

win against a difficult 

examiner 
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Identifying Appeal Candidates Using Prosecution Pattern Monitoring

▪ Identify applications with Extended Prosecution, No Interview and No 

Appeal: applications that have received 3 or more Office Actions and have 

not yet had an interview or appeal
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QuickPAIR Timeline

▪ Quickly and easily gain insight into the status of the application, as well as 

which strategies have or have not been used, using the QuickPAIR Timeline

LexisNexis Confidential
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Examiner Dashboard

▪ View your examiner’s dashboard to better understand their behavior and guide 

your strategy through all stages of prosecution

▪ Receive information about your examiner including ETA, allowance rate, office 

action statistics, and much more

LexisNexis Confidential
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Examiner Appeal Statistics

▪ View your examiner’s appeal statistics to help determine whether it makes 

sense to appeal

▪ Evaluate overall chances of winning on appeal

LexisNexis Confidential
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Examiner Appeal Statistics

▪ View the final outcomes of each appeal cycle, including PTAB decisions, and 

see the next significant event following each appeal cycle

LexisNexis Confidential
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Examiner Ex Parte PTAB Cases

▪ View each examiner’s ex parte PTAB case outcomes and decision documents 

directly in the examiner dashboard

LexisNexis Confidential
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PatentAdvisor 
PTAB 

Decisions
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PTAB Decisions

LexisNexis Confidential
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PTAB Decisions

▪ PatentAdvisor is the only prosecution analytics platform with over 

111,000 ex parte appeal documents tagged to 229 legal issues

▪ PTAB Decisions tool allows you to easily find winning arguments and 

get more accurate and relevant prosecution guidance

LexisNexis Confidential
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PTAB Decisions

▪ Drill down to view outcomes of specific legal issues relevant to your case 

▪ Search and filter results by Examiner, Art Unit, date range, decision type, and 

legal issue (keyword search)

▪ Example: search for decisions involving the legal issue “hindsight”

LexisNexis Confidential
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PTAB Decisions

▪ View relevant PTAB decisions, including outcomes

▪ Additional filters: Outcome, Judge, Customer Number/Law Firm, keywords

▪ Click Application # to view the application in QuickPAIR

▪ Click Case Name to view the decision document

LexisNexis Confidential
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Argument Finder
Find winning arguments to overcome rejections

Improve your appeal success rate by 

researching curated ex parte appeals data 

that are tagged by the specific legal issues 

to:

▪ Quickly see highlighted issues within a 

PTAB case

▪ Decide whether it makes sense to 

appeal

▪ Craft an optimal appeal brief

You might also use these arguments in an 

Office Action response, before even 

reaching an appeal!

LexisNexis Confidential

Identify the salient points from ex parte appeals to 

guide your prosecution strategy
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Example: Ex parte Sergey Loffe
15/343,458

LexisNexis Confidential
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Example: Ex parte Sergey Loffe
15/343,458

LexisNexis Confidential
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Assessing Appeal Performance

▪ Evaluate appeal 

statistics and 

performance using the 

Law Firm Report Card

▪ View statistics and a 

flowchart for any subset 

of applications

LexisNexis Confidential



Questions



For more information about our solutions, 
resources, and future webinars, please visit: 
www.lexisnexisip.com



Thank you.

Katie Brown

Customer Success Manager

LexisNexis Intellectual Property Solutions

www.lexisnexisip.com/
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