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Measuring Examiner Behavior: Standard Metrics

o ® Don’t incorporate pending applications
6 7 . 6 /D Allowance rate
Penalize the examiner for abandonments
2 . 6 Office actions to issuance
@ Useless for new examiners
TOTAL NUMBER OF APPLICATIONS
1 7 4 771 PATENTED APPLICATIONS

TOTAL® 34 ABANDONED APPLICATIONS New examiner

69 PENDING APPLICATIONS

3 . 3 Average office actions in pending applications
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Measuring Examiner Behavior: ETA

PatentAdvisor ETA™ (Examiner time allocation) = Total office actions: total allowances issued + X factors

X ETA0-25 ETA 2.6-6 X ETA 6+

ETA is more accurate and a better predictor of examiner’s behavior than Examiner Allowance Rate

because it:
L I
) |
L} I
Includes all pending Factors in how long the Is driven by the examiner’s
applications examiner has been at the behaviors, not by the filer's
Patent Office actions
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ETA v. Allowance Rate

100 ] °

Allowance Rate (%)
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1. USPTO Examiners
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Percentage of Each Examiner Type

Examiner Types (Overall) 2019 Averages

50.0% 44%
45.0% =%

40.0% .---.---.---.---.""'.'--.---.-—--.---.-iiég@ 37%
35.0%

30.0%

25.0%

0 e e 2% 1%
15.0%

10.0%

5.0%

0.0%

2009 2010 2011 2012 2013 2014 2015 2016 2017 2018 2019

=@ Green Yellow em@umRed

o 0 g
(@ LexisNexis BAKER BOTTS B \pwaschdog

6




U.S. Patents by Examiner Type

U.S. Patents
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2. Doubling the Effort
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Impact of Examiner Type on U.S. Patents

« Type of Examiner impacts numerous metrics in the life cycle of a patent
application:

— Allowance Rate

— Office Actions to Disposal
— Time to Disposal
— Final Office Actions

— Restriction Office Actions

DouBLEMNT

— Interviews

» Surprisingly, the difference in many metrics between Green
Examiners and Red Examiners is a doubling effect
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Allowance Rate by Examiner Type

Allowance Rate Averages
100.0%
90.0% e} 8196 -
80.0% *~— 70%

64% 2

70.0% X
60.0%
50.0%
40.0% 38%
30.0%
20.0%
10.0%
0.0%

2009 2010 2011 2012 2013 2014 2015 2016 2017 2018 2019

e Green Yellow eeemPBod eges]l

By

-~ N L
(@ LexisNexis BAKER BOTTS & 1owatchdog

10




Office Actions to Disposal by Examiner Type

How many Office Actions are needed
to obtain a disposed application from
a particular Examiner?

Disposed Application = Patent or Abandon
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Office Actions to Disposal by Examiner Type

Office Actions to Disposal

\ Averages
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Time to Disposal by Examiner Type

How many years will it take to obtain a disposed application from a particular
Examiner?

Disposed Application = Patent or Abandon

File Year 1 Year 2 Year 3 C e a Patent
Application b dor
andonment
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Time to Disposal by Examiner Type

Time to Disposal (Years)

Averages
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Final Office Actions
« What is the chance of obtaining at least one Final Office Action?
* What is the chance of obtaining two or more Final Office Actions?

Application No. Applicant(s) |
Application No. Applicant(s)
VLl mn A ndlmon (Viinninn mins
Period f Application No. Applicant(s)
A St —
D/’\"'EEOt Period for R Office Action Summary Examiner AtUnit | AIA (FITF) Status
. Xy
dali . 1726 Yes
- KN A SHOR
- Fal | DATEOF TH - The MAILING DATE of this communication appears on the cover sheet with the correspondernce adaress -
Any - Exension: | Period for Reply
el dale of thi
Status I NO peric A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
e | DATE OF THIS COMMUNICATION,
1 ) adjustmen - Extensions of fime may be available under fhe provisions of 37 CFR 1.136(a). In no event, however, may a reply be fimely filed after SIX (8) MONTHS from fhe mailing
‘ dale of this communication.
Status - 1f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (8) MONTHS from the mailing date of this communication.
23) - Failure 1o reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 US.C. § 133)
1 ) Re Any reply received by the Office later than three monihs after the mailing date of this communication, even if timely fied, may reduce any earned patent term
U OA adjustment. See 37 CFR 1.704(b).
2a@ Th Status . o .
A 1)@ Responsive to communication(s) filed on 4/28/2020.
an O A declaration{s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .
2a)¥ This action is FINAL. 2b) [J This action is non-final.
J An election was made by the applicant in response to a restriction requirement set forth during the interview
an : the restriction reauirement and election have been incarnarated inta this action.
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Applications with at Least One Final Office Action by Examiner Type

Applications with At Least One Final Office Action
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Applications with Two or More Final Office Actions by Examiner Type

Applications with Two or More Final Office Actions
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Impact of Examiner Type on Patent Procurement

« Comparing Green Examiners vs. Red Examiners

Metric Green vs. Red

Allowance Rate Green is 2x higher
Office Actions to Disposal Red is 2x higher
Time to Disposal Red is 2x higher
At least one Final Office Action Red is 2x higher
Two or more Final Office Actions Red is 4x higher
Restriction Office Actions Red is 50% higher
Interviews Red is 2x higher
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Key Takeaways
« Patent procurement at the USPTO is affected by Examiner type
— Types of Examiners: Green, Yellow, and Red Examiners
« The effort needed to obtain a patent is dependent on the Examiner

type
« At least a doubling of effort needed between Red Examiners and
Green Examiners -—
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3. After Final Practice
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After Final Practice
»  Once an Examiner sends a Final Office Action, a number of filing options are available for the next
step:

— File an After Final Response
— File an After Final Amendment
— File a Request for After Final Consideration Pilot (AFCP) 2.0
— File a Request for Continued Examination (RCE)
— File a Notice of Appeal

*  What to do next?
— Which option has the best chance of obtaining a patent?

— Which option will be the least expensive with a good chance of obtaining a patent?
— How will the Examiner respond to the filing?

a- . .. . Joy
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After Final Amendment then Allowance

Examiner issues Notice of Allowance in response to After Final Amendment

Allowance Rate for Amendment After Final

6.0%

Averages
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After Final Consideration Pilot (AFCP) 2.0

PTO/S Bf4_34 (05-13)

CERTIFICATION AND REQUEST FOR CONSIDERATION UNDER THE
AFTER FINAL CONSIDERATION PILOT PROGRAM 2.0

Practitioner Docket No.: Application No.: Filing Date:

First Mamed Inventor: Title:

APPLICANT HEREBY CERTIFIES THE FOLLOWING AND REQUESTS CONSIDERATION UNDER THE AFTER FINAL CONSIDERATION PILOT
PROGRAM 2.0 (AFCP 2.0) OF THE ACCOMPANYING RESPONSE UNDER 37 CFR 1.116.

1. The above-identified application is (i) an original utility, plant, or design nonprovisional application filed under
35 U.5.C. 111{a) [a continuing application (e.g., a continuation or divisional application) is filed under 35 U.5.C. 111(a) and is
eligible under (i)], or (ii) an international application that has entered the national stage in compliance with 35 U.S.C. 371(c).

il

The above-identified application contains an outstanding final rejection.

Submitted herewith is a response under 37 CFR 1.116 to the outstanding final rejection. The response includes an
amendment to at least one independent claim, and the amendment does not broaden the scope of the independent claim in
any aspect.

4. This certification and request for consideration under AFCP 2.0 is the only AFCP 2.0 certification and request filed in
response to the outstanding final rejection. |

5. Applicant is willing and available to participate in any interview requested by the examiner concerning the present response.
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After Final Consideration Pilot (AFCP) 2.0

Applications that have at least one AFCP 2.0

Applications with at least one AFCP 2.0 2019
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Request for Continued Examination (RCE)

Doc code: RCEX PTOVSBII0EFS (07-00)

Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 0851-0031
U.5. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Faperwork Reduction Act of 1985, no persons are required 1o respond to a collection of information wndess it contains & valid OMB conitrol nember.

REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL
(Submitted Only via EFS-Web)

Application Filing Docket Mumber Art
Mumber Date (if applicable) Unit
First Named Examiner

Inventor Name

This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the abova-identified application.
Regquest for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8, st .
1985, or to any design application. The Instruction Sheet for this form is located at WWW.USPTO.GOV 1 RCE

$1,300

SUBMISSION REQUIRED UNDER 37 CFR 1.114

Note: If the RCE is proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entared in the on nd .
in which they were filed unless applicant instructs otherwise. If applicant does not wish to have any previously filed unentered am nt{s) 2 or more RCE
entered, applicant must request non-entry of such amendment(s). $1 900

)

D Previously submitted. If a final Office action is outstanding, any amendments filed after the final Office actio & considered as a

submission even if this box is not checked.

FEES

The RCE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when the RCE is filed.
[[] The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to
Deposit Account No

- =
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At Least One RCE

Applications that have at least one Request for Continued Examination (RCE)

Applications with At Least One RCE 2019 Averages
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RCE’'d Applications with Two or More RCEs

If an Application has one RCE, what percentage have two or more RCE’s

RCE'd Applications with Two or More RCE's 2019 Averages
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Appeal to PTAB

USPTO Patent Trial and Appeal Board (PTAB)

PTO/AIA31 (03-14)

Approved for use through 11,/30/2020. OMB 0651-0031
U.5. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.,

NOTICE OF APPEAL FROM THE EXAMINER TO
THE PATENT TRIAL AND APPEAL BOARD

Docket Number (Optional)

| hereby certify that this correspondence is being facsimile
transmitted to the USPTO, EFS-Web transmitted to the USPTO, ar

In re Application of

depaosited with the United States Postal Service with sufficient Application Number Filed
postage in an envelope addressed to "Commissioner for Patents, P.O.

Box 1450, Alexandria, on Alexandria, VA 22313-1450" [37 CFR 1.8(a)] For

on

Signature Art Unit Examiner
Typed or printed name

Applicant hereby appeals to the Patent Trial and Appeal Board from the last decision of the examiner.

The fee for this Notice of Appeal s (37 CER 41.20(b){1)) ¢ 800
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Application with at Least One Appeal

Applications with At Least One Appeal
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Applicant Winning on Appeal

Percentage of Applicant Winning on Appeal
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Impact of Examiner Type on Patent Procurement
After Final Practice

« Comparing Green Examiners vs. Red Examiners

Metric Green vs. Red

Allowance Rate in response to After Final Amendment Green is 3x higher
AFCP 2.0 Red is 3x higher
At least one RCE Red is 2x higher
RCE'd Applications with two or more RCE’s Red is 2x higher
Allowance Rate in response to RCE Green is 4x higher
Time to next Action after RCE Red is 50% higher
Appeals Red is 3x higher
Win Rate on Appeal Green is 15% higher
o L] .
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Conclusions

« With a limited patent procurement budget, need to be
efficient and cost effective as possible

« Knowing the Examiner type can help:
— Strategize on prosecution tactics
— Craft responses to Office Actions
— Anticipate time needed to obtain a patent
— Anticipate prosecution costs
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Impact of Examiner Type on Patent Procurement
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RIFKIN, BEN M

GROUP ART UNITs 2122, 2123, 2124, 2129, 2198

7.1

e |

ETA © RELATIVE TO AU: 2198 ©

TOTAL NUMBER OF APPLICATIONS

3 9 9 168 PATENTED APPLICATIONS

10TAL® 166 ABANDONED APPLICATIONS
65 PENDING APPLICATIONS

This page Is limited to patent applications with electronic file
histories that were filed on or after 11/29/00
Click here to include all known published applications
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81.8%
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ALLOWANCE RATE

TOTAL NUMBER OF APPLICATIONS - OVER TIME
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Granted/abandoned shown in year granted/abandoned.
Pending shown in year filed.
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Examiner statistics include:

= |nterview
= AFCP 2.0
= Office Actions

Appeals
... much more




www.LexisNexisIP.com/PatentAdvisor

@“ LexisNexis BAKER BO'ITS. & ipwatchdog



http://www.lexisnexisip.com/PatentAdvisor

