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Blockchain and NFT Overview1
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Private and confidential - not for distribution

NFT = Non-Fungible Token

§ An NFT is a one-of-a-kind piece of code, or computer data, that is 
typically stored on a decentralized digital ledger called a blockchain.

§ NFTs are “Tokens,” which means they are digital assets that are 
generated using software on top of an underlying blockchain 

§ A unique identifier linking the NFT holder with a corresponding asset –
typically a digital asset

§ Digital asset itself is separate from the NFT and may be stored on a 
centralized system (NFT platform’s server or cloud-based solution) or a 
decentralized network (e.g., IPFS)
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Private and confidential - not for distribution

NFT = Non-Fungible Token
§ NFTs are “Non-Fungible,” which means each digital asset is 

unique and not interchangeable with other digital assets.

§ Unique identifier is what makes NFTs “non-fungible” –
meaning some are worth more than others, unlike “fungible” 
tokens, such as dollar bills
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Private and confidential - not for distribution

NFT = Non-Fungible Token
§ NFTs use ”blockchain software,” which offers a high level of security based on 

cryptography, but also may be immutable.

○ The blockchain is a publicly available ledger which consists of a series of 
“blocks” on which transaction details are recorded so each transaction can be 
verified and authenticated

○ Similar to a register of deeds, which is publicly available and can be consulted to 
determine who owns property

○ Ownership is managed through a unique ID and metadata that no other token 
can replicate

§ Blockchain technology allows anyone to check the authenticity of a work in a way 
that has been unavailable in the past.
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NFT Example
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Private and confidential - not for distribution

NFT Details
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Private and confidential - not for distribution

NFTs and Smart Contracts
§ NFTs can come with digital “Smart Contracts”

§ Smart Contracts are simply programs that are run when 
predetermined conditions are met
§ Govern the various actions such as verifying the ownership 

handling the transferability
§ Guarantee the outcome without any intermediary’s 

involvement or time loss
§ Make transactions transparent, irreversible, and traceable.
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Private and confidential - not for distribution

NFT Example Contract Details
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Private and confidential - not for distribution

NFT Example Contract Details
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Private and confidential - not for distribution

How are NFTs bought and sold?
§ To purchase an NFT, one must set up a crypto wallet, which is a digital 

address where the owner can store cryptocurrencies

§ Search NFT marketplaces where NFTs are listed for sale (e.g., OpenSea, 
Rarible)

§ Find the NFT that you want to buy and bid on it or purchase it using 
cryptocurrency (such as Ethereum (ETH))

§ After the purchase is complete, the cryptocurrency is debited from the 
wallet, transferred to the owner, and ownership of the NFT transferred to 
the purchaser and the transaction is recorded on the blockchain
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Private and confidential - not for distribution

What an NFT is Not…
● The underlying asset itself. Think of an NFT like a record of a deed for real property, not the 

real property itself. The recorded deed shows the world who owns the real property (ownership), 
the chain of title for the real property (transfer history), and can include additional language such 
as restrictions, easements, and future conveyances (akin to smart contract language). But the 
recorded deed is not the real property itself, just like an NFT is not the underlying asset itself.

● Limited in number. While NFTs are non-fungible, they are not limited in number like some 
cryptocurrencies, such as bitcoin. The only limits on NFT creation are the creativity of individuals 
and the computational limitations of a chosen blockchain.

● Representative of a unique asset. Each NFT itself may be unique but the underlying asset an 
NFT represents may not be unique. For instance, outside the technical limitations of a chosen 
blockchain, there is nothing to prevent an artist from creating one million NFTs representing one 
million copies of the same piece of art.
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NFT IP Issues2
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Private and confidential - not for distribution

Rights Commonly at Issue
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Patents

Provides exclusive right in 
inventions or original ideas

Copyrights

Prohibits copying of the 
expression of an idea

Trademarks

Protects consumers by 
identifying the source of 

products/services Right of Publicity

Prevents unauthorized 
commercial use of individual’s 

identity 

R
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https://www.christies.com/en/lot/lot-6345488

https://tarantinonfts.com/
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Private and confidential - not for distribution
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https://opensea.io/collection/logo-3iyqt7huuk
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https://opulous.org/
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https://opensea.io/collection/logan



20
20

https://opulous.org/



21

https://opulous.org/

Brand Abuse
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https://blog.coinbase.com/
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https://opulous.org/

Web3 Domains & Squatters

https://unstoppabledomains.com/

https://decentraweb.org/
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Best Practices for Defending IP in Web3
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Proactive Measures
● Register core IP
● Publish clearly defined terms and brand guidelines or FAQs
● Block/register key domains (typosquats, ccTLDs, new gTLDs and Web3/alt dns)
● Educate community
● Establish formal/verified channels (typically on social media) to stay in regular contact

Defensive Actions
● Monitor social media channels
● Takedowns
● Watch services for similar names/marks worldwide
● Beef up security to eliminate vulnerabilities
● Work with trusted partners
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Applying Old Law to    
New Tech3
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Private and confidential - not for distribution

Potential Issues
q Jurisdiction
q Validity/distinctiveness
q Use in commerce, intent to use
q Likelihood of confusion, dilution, counterfeiting
q Contributory liability
q Defenses: first sale, First Amendment
q Remedies
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Jurisdiction

Company launched 
LIL YACHTY NFT COLLECTION 
without authorization,
Rapper claims false endorsement, 
infringement from the launch

Potential NFT-related issues:

McCollum vs. Opulous

o Personal jurisdiction if company had launched the NFTs?
o Extraterritorial jurisdiction over UK company?
o In rem suits against the NFT if anonymous seller?
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What are the goods?

NFT trademarks signify authenticated goods (assets).

From USPTO Office Action for CROCS May 4, 2022:

The registration is not for NFTs themselves. Instead, the applicant 
must clarify the type of goods that are authenticated by NFTs.
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Validity
NFTs themselves are not trademarks.

In a way, NFTs are primarily source indicators. They are unique 
identifiers and one can ascertain their source and the chain of custody. 

But does the NFT itself indicate to consumers a single source of goods 
or services in a trademark sense?

No. NFTs are more like a receipt or proof of purchase showing what 
store the goods came from than an indication to consumers of the 
source of those goods.

And they are arguably functional to boot.
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Validity
The authenticated goods (assets) associated with NFTs have 
an uphill battle to be seen as source indicators.

These authenticated goods ARE THEMSELVES the goods or 
services, in the minds of consumers. 

They typically aren’t material that consumers 
see as identifying a source of goods; these will 
often fail to function as trademarks . . . .

Except for those with secondary meaning and 
brands that consumers already know, under the 
secondary source doctrine.
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Validity

The titles or names of authenticated goods also might be 
source indicators or the name of a collection in a 
marketplace.

Note that the name of a single expressive work is not typically a 
source indicator for the work. A series of works may be a 
trademark. See FELINE FIENDZ, Ser. No. 97379822.

Also, generic/descriptive terms abound . . . META, CRYPTO, 
CHAIN, etc.
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Use in Commerce / Intent to Use

Are NFTs used in U.S. commerce?

The NFTs themselves are not used in commerce. 

The authenticated good (asset) is what is used in commerce. It can 
be purchased online by consumers in any U.S. state and are used 
in the sale and advertising of services rendered in commerce.

Registrants likely don’t have a bona fide intent to use a trademark 
in commerce for an NFT. But they may have a bona fide ITU to use 
a trademark in commerce with the sale of an authenticated good.

31



Likelihood of Confusion
Similarity of the marks
Actual confusion
Consumer sophistication . . . .

• Relatedness of goods & gap-bridging 
• Licensing is ubiquitous
• Companies are diving into the NFT world
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Private and confidential - not for distribution

Dilution
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Even if you can’t show confusion, you may be able to show that 
the defendant is free-riding by causing likely dilution by blurring.

FAMOUS MARK for soda, fashion, sports IRL

FAMOUS MARK for goods authenticated by NFTs

FAMOUS MARK for goods authenticated by NFTs

FAMOUS MARK for goods authenticated by NFTs

FAMOUS MARK for goods authenticated by NFTs
FAMOUS MARK for goods authenticated by NFTs

FAMOUS MARK for goods authenticated by NFTs
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Counterfeiting

● Copies of authenticated 
goods could be 
considered counterfeits, 
even though they don’t 
(can’t) copy the original 
NFT.

● The trademark must be 
registered.

● Treble damages possible.
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NFT Marketplaces’ Contributory Liability?

● Under Inwood Labs, 
possible liability for 
continuing to supply a 
product to a particular 
party it knows (or has 
reason to know) is using 
the product to infringe.

● The platform must have 
specific knowledge of 
particular instances of 
infringing sales.

● There must also be direct 
infringement.
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Defenses: First Sale Doctrine
Nike vs. StockX

Source: StockX - StockX Lauches
Vault NFTs

StockX: NFTs are just digital 
receipts

OR
Nike: NFTs are the products 
themselves, they’re digital 

images of actual shoes

(And will the distinction 
matter to a judge?)
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Defense: First Amendment
Hermes vs. Mason Rothschild

Physical Birkins Digital MetaBirkins

Source: BOF: Hermès Sues NFT 
Creator Over ‘MetaBirkin’ Sales

37

https://www.businessoffashion.com/news/luxury/hermes-sues-nft-creator-over-metabirkin-sales/


First Amendment & Commercial Speech
Hermes vs. Mason Rothschild

First Amendment standard for burdens on expressive speech: 
strict scrutiny

First Amendment standard for burdens on commercial speech: 
“relaxed” scrutiny

Is use of NFTs in connection with digital images “commercial”?

• District court in Hermes: The handbag NFTs in the case are 
not commercial products . . . but they would be if they were 
wearable by an avatar.
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First Amendment & Expressive Works

√ Video games are expressive 
works, as are books, movies, 
TV shows, greeting cards, dog 
toys . . . .

√ Rogers test: (1) artistically 
relevant & (2) not explicitly 
misleading as to source

AM Gen. LLC vs. Activision Blizzard, Inc. 
(2020)

E.g., The use of HUMVEE 
vehicles was artistically relevant 
to CALL OF DUTY because they 
“evoked a sense of realism and 
lifelikeness” and the use was not 
explicitly misleading 
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Remedies – Ordering Name Change

E.g., “METABIRKINS” could be found deceptive

District court denied motion to dismiss, citing:

Ø Allegations that defendant intended to associate 
METABIRKINS with popularity, goodwill of plaintiff’s BIRKIN 
mark rather than intending an artistic association

Ø Allegations that METABIRKINS is explicitly misleading as to 
source

Hermes vs. Mason Rothschild
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Damage from Use of Brands in NFTs

Damage from confusion as to source?
Harm to goodwill/reputation
Inability to enter market

Damage from dilution?
Tarnishment
Blurring of distinctiveness
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Remedies - Destruction

NFTs can’t be destroyed once they’ve been minted or uploaded 
to the blockchain. Blockchain software can impact the ability to 
“take down” objectionable NFTs.

§ NFTs can be “burned” - but are 
never really gone

§ Smart contracts may be modified, 
transferred
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Remedies - Virtual TRO

allegedly infringing use of SLART on Second Life

TRO granted prohibiting Second 
Life from presenting 
unauthorized uses of plaintiff’s 
federally-registered trademark 
“in the Second Life virtual world 
or any other medium”

Minsky v. Linden Research (2008)
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Q & A
What you should do4
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